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The relevance of the study is due to the lack of attention on the part of
international and national legislation to such an object of intellectual property
as well-known trademarks, in particular, to the regulation of their legal
defence, and therefore this issue requires research and coverage in scientific
circles. The purpose of the study is to investigate the difference between legal
protection and legal defence of well-known trademarks in Ukraine. General
scientific methods of knowledge (generalisation, formal-logical, synthesis,
axiomatic) and special-legal methods (formal-legal, logical-legal, comparative-
legal) were used to examine this problem. The paper considers the key features
of well-known brands. By analysing the Ukrainian regulatory framework, it
is established that the legal protection of well-known trademarks in Ukraine
complies with the norms of international legislation, namely the provisions
of Article 6 bis of the Paris Convention. A detailed analysis of the concepts of
protection and defence is conducted and applied to the object of the study.
It was established that the peculiarity of well-known trademarks is that they
acquire the status of a protected object of intellectual property rights not from
the moment of state registration but from the time of their recognition in the
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country, which means acquiring the status of being famous. The practical value of the study is that

the results obtained can be used to improve the procedure for recognising trademarks as well-known,

namely, to justify the possibility of choosing the appropriate course of action: by applying to the appeals

chamber or applying to the court

Keywords: civil law; intellectual property law; objects of intellectual property; National Intellectual

Property Authority; Appeals Chamber; court

Introduction

Well-known brands play a substantial role in
influencing the consumer. Naturally, due to the
broad consciousness, reputation, and commit-
ment of consumers, this category of trademarks
needs special legal defence since it often becomes
the object of illegal use for unscrupulous users.
The world practice of recognising and using such
trademarks dates back about a hundred years,
and during this time many effective mechanisms
for their legal defence have been developed.

Article 6. bis of the Paris Convention for the
Protection of Industrial Property (1883) plays
a decisive role in the protection of well-known
trademarks, which states that the countries of the
Union undertake, either at the initiative of the ad-
ministration, if permitted by the legislation of that
country, or at the request of the person concerned,
to reject or invalidate the registration and prohib-
it the use of a trademark that is a reproduction,
imitation, or translation of another trademark ca-
pable of causing confusion with a trademark that,
according to the definition of the competent au-
thority of the country of registration or the coun-
try of application, it is already well known in this
country as the designation of a person who enjoys
the privileges of this convention and is used for
identical or similar goods.

In the world society, quite a lot of studies are
devoted to the objects of intellectual property law,
since human potential is quite time-consuming
and expensive. Thus, for example, C.V. Trappey
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et al. (2021) specifically noted the protection of
intellectual property through artificial intelli-
gence techniques that will help users identify
potential infringement issues and develop strat-
egies to better protect trademarks in globally
distributed electronic retailers. S. Kulshrestha
and P.M. Singh (2021) investigated the conditions
under which a trademark is recognised as well-
known. S. Odintsov et al. (2020) considered the
functions of trademarks since in theory there is a
position that if a trademark does not perform its
functions, then it cannot be considered generally
known. J. Ciani et al. (2019) noted the protection
and defence of well-known trademarks, highlight-
ing the problems of implementing legal defence
of the rights of owners of such stamps by apply-
ing to the court due to the corrupt use of their
stamps by more well-known brands. P. Saiz and
R. Castro (2018) emphasised that the history of
trademarks has a promising and complex future
and that historians have a difficult task to investi-
gate. M.O. Stefanchuk et al. (2021) state the urgen-
cy of introducing artificial intelligence, especially
after the COVID pandemic. I. Koval et al. (2019)
investigated the correlation of private and public
interests that are realised in the relations of intel-
lectual property and the balance of these interests
in the mechanism of their defence.

H. Kostromina et al. (2022) distinguished the
following types of intellectual capital: personal-
ised, technical and technological, infrastructure,
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client capital, and branded. Corporate capital was
considered as trademarks, brand names, and ser-
vice trademarks.

The following researchers devoted their pa-
pers to the protection of objects of intellectual
property rights at the NULES of Ukraine: O. Pid-
dubny and 0. Svitlychnyi (2022), noting the need to
regulate the patent protection of biotechnologies
at the level of national legislation. Yu. Kanarik and
B. Sergienko (2019) stated that an important step
for the protection of intellectual property rights
is the registration of an object as a trademark.
M. Pushkar (2021) focused on the need to bring
the norms of intellectual property rights for plant
varieties to the norms of international legislation.

Insufficient research on this issue at the na-
tional level and the beginning of the formation
of a legislative framework in Ukraine that meets
generally recognised standards in the field of pro-
tection and defence of well-known trademarks
determines the relevance of the chosen research
problem. Such an object as well-known trade-
marks is poorly examined not only in national sci-
ence but also in the world scale.

The purpose of this paper is to examine well-
known trademarks for their security and compare
the concepts of “protection” and “defence”, which
is the first study in the scientific literature.

Materials and Methods

In the process of writing the study, a number of
methods generally accepted by legal science were
used. Among the general research methods, the
analysis method was used, for example, to high-
light international standards for the protection
of well-known trademarks. The formal-logical
method contributed to the characterisation of the
content of the categorical research apparatus. The
synthesis method allowed determining the place
of regulatory legal acts regulating relations in

the field of intellectual property for well-known
trademarks. The application of the axiomatic
method allowed focusing on the use of well-
known trademarks through statements that do
not require proof, for example, when protection
occurs without registration of such a brand. The
comparative legal method is used when compar-
ing national legislation, international legal acts,
and EU legislation on the issues raised.

The main provisions and results of the ar-
ticle are formulated based on an analysis of in-
ternational, European, and Ukrainian legislation,
and the legislation of foreign countries. In par-
ticular, during the study, the following methods
were used: provisions: Article 6 of the Paris Con-
vention for the Protection of Industrial Proper-
ty (1883) in respect of well-known trademarks;
Parts 2 and 3 of the Agreement on trade-related
aspects of intellectual property rights (1994),
which defines well-known trademarks by refer-
ring to Article 6 bis Paris Convention without
providing for the terms of use of trademarks in
the state where protection is required; Directive
(EU) 2015/2436 of the European Parliament
and of the council to approximate the laws of the
member states relating to trade marks (2015),
which provides that the relative grounds for re-
fusal of registration or grounds for relative inval-
idation may be: trademarks that are already rec-
ognised as “well-known” in the member states
in question, in accordance with the provisions
of Article 6 BIS Paris Convention; Council direc-
tive 2008/114/EC on the identification and defi-
nition of European Critical Infrastructures and
assessment of the need to improve their protec-
tion and protectuion (2008), which defines that
“protection” and “defence” is a single concept;
and national legal acts, in particular, the law of
Ukraine “On the Protection of Rights to Signs for
Goods and Services” (1993).
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Results and Discussion

Well-known brands are those that have become
widely known in the relevant consumer sector
in certain industries. Compared to conventional
trademarks, there are many differences, including
high recognition, wide use, and economic value.
First of all, for these reasons, well-known trade-
marks have become an important object of indus-
trial property and occupy a substantial place in
the system of intellectual property rights protec-
tion around the world.

Factors of recognition of a trademark as well-
known in Ukraine may include the following char-
acteristics: the degree of popularity or recognition
of the brand in the relevant sector of the econo-
my; the duration of public recognition, the degree
and geographical area of any use of the mark or its
promotion, including advertising or publication,
involvement of the trademark in fairs and exhibi-
tions; recognition of the trademark as well-known
in another country by the competent authority, etc.

The peculiarity of well-known trademarks
is prescribed by Article 6 bis of the Paris Con-
vention for the Protection of Industrial Proper-
ty (1883) and consists in the fact that such ob-
jects are granted state protection without state
registration by the competent authorities. The
countries taking part in this convention are 175
countries of the world. In Ukraine, such state
bodies are the Appeals Chamber of the National
Intellectual Property Authority or the court (Law
of Ukraine No. 3689-XII..., 1993). Therefore, it is
necessary to determine what is included in the
concept of protection of a well-known trademark,
and what is related to the concept of defence of a
well-known trademark.

It is advisable to start by investigating the
concepts of “protection” and “defence”, how they
relate, differentiate and how they affect the ob-
ject of intellectual property rights. Despite the
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fact that the definitions of “legal protection” and
“legal defence” are used quite widely, there is
no clear distinction between them. Ya. Vavzhen-
chuk (2018), who examined the relationship be-
tween the concepts of “protection” and “defence”
in labour law, came to the conclusion that there
is no clear distinction between these concepts.
In his opinion, some researchers identify these
concepts, while others refer protection to the im-
plementation of protective functions of persons
whose rights are violated.

D. Kusherets (2015), investigating the protec-
tion and defence of property rights in the law of
obligations, notes that protection plays a role in
the conclusion of contractual obligations, for ex-
ample, the conclusion of a contract aimed at pre-
venting violations. In turn, defence occurs during
the active phase, when it is necessary to defend
the rights in case of violation of the terms of the
contract when prescriptions or other methods
of securing the claim are applied to the violator,
which cannot be disagreed with.

Notably, the legislation does not define clear
concepts of the terms “protection” and “defence”
and their differentiation, which leads only to sci-
entific opinions and explanations of these cate-
gories and thus causes confusion in the termino-
logical application of legal science (Vavzhenchuk,
2010). Although for the state, the main function
is to protect and defend the rights and legitimate
interests of its citizens and to exercise such rights
(Marchenko, 2020).

In judicial practice, there is an opinion that
each law establishes rules of conduct for citizens,
depending on what relations are regulated by a
particular legal act. Therewith, the rules of con-
duct also establish rules for protecting this ob-
ject from illegal behaviour (Vavzhenchuk, 2010).
Researchers S. Bulavina and T. Davydova (2017)
note that most often these terms are used as
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synonyms or concepts that are close in meaning
to goals, tasks, and methods. However, this study
cannot agree with this.

After analysing the terms “protection” and
“defence”, R. Maksymovych (2014) notes that
they are united by the legal nature and consti-
tutional priority, primarily of the individual and
citizen, and the activities of the state and state
bodies aimed at ensuring the rule of law. The re-
searcher claims that the main difference between
these concepts is their purpose since the object
of protection is human rights and freedoms, and
defence is called to action to protect these rights.
The authors agree with this.

According to M. Legenchenko (2014), legal
protection should be considered as the estab-
lishment of legal means invested in the imple-
mentation of subjective law, the prevention of
its violation, and the legal regulation of these le-
gal relations. Indeed, the norms on the defence
of rights constitute only a part of the protective
norms that include the prevention of violations,
and those that establish a mandatory mechanism
for their implementation.

V. Halunko (2007) believes that it is impossi-
ble to identify the concepts of “defence” and “pro-
tection” and supports the majority of members of
the scientific community in this conclusion, since
“protection” in the legal sense means a positive
state of law aimed at preventing violation of sub-
jective rights and legitimate interests of individ-
uals, reflects the static nature of legal relations.
In turn, “defence” is characterised by dynamics
through the implementation of the means and
forms provided for by law to restore the legal sta-
tus of the victim, bring the perpetrator to legal re-
sponsibility and are applied when the subjective
right has already been violated. V. Halunko (2015)
provides a detailed analysis of the term “protec-
tion”, noting that it is characterised by protecting

the rights and interests of all citizens and deter-
ring them from certain actions by threatening a
public position.

It should be added that Council Directive
2008/114/EC (2008) clearly states that “protec-
tion” and “defence” are common concepts that
apply to all types of activities of citizens and are
aimed at preventing violations of legal rights.

There are positions that protection is a broad-
er concept and includes the defence of the rights
and interests of citizens (Vavzhenchuk, 2010).
Also noteworthy is the position of researchers
that protection establishes a legal regime, and de-
fence is applied after the violation of such a legal
regime (Bulavina & Davydova, 2017).

N. Khodieieva (2019) investigated the pro-
tection and defence in the field of the right to
information about the state of one’s health and
concluded that these concepts are identical.
P. Shumov (2013) emphasises that defence is fun-
damental in the exercise of personal rights and
interests, which is why it is much more common
than protection and is the driving force behind
countering violated rights and interests.

Yu. Zhelikhovska (2015) concluded on sep-
aration of defence and protection. Summarising
the positions of researchers on the question of
the relationship between the concepts of pro-
tection, she formed the main positions: 1) these
are almost identical rights; 2) this is a different
measure of behaviour of subjects; 3) the right to
protection already includes defence; 4) defence is
a narrower concept and is included in protection.
Such a variety of positions is based on almost the
same initial attitude: both through the protection
and the defence of the right, a person is allowed
to exercise it in the proper way, and in case of vio-
lation - to restore the right. Perhaps this was the
basis for the conclusion that the nature of the dif-

ferences in the stated approaches to the concepts
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of protection in no case allows considering the de-
fence of rights as an independent legal phenome-
non in relation to the protection of rights.

L. Kozhura (2015) treats the concept of “legal
defence” as the legal activity of public administra-
tion bodies, conducted based on administrative
and legal norms, supported by a system of legal
guarantees; the essence of which is to ensure and
protect by legal means the rights of individuals
from illegal actions bringing offenders to legal re-
sponsibility. From the analysis of the above, it can
be concluded that the object of legal defence is
the violated legal rights, freedoms, and interests
of individuals.

K. Harbuziuk (2019) notes that it is advisable
to distinguish legal protection from legal defence
because they have different functional purposes.
The argument for this can be the well-known in
the law theory opinion of O. Skakun (2021) that
the same entity, such as a court, can protect and
defend, or, conversely, only defend, such as a law-
yer. Therewith, defence without protection is not
possible, as well as protection without defence
(Bulavina & Davydova, 2017). The specified is
confirmed by K. Harbuziuk (2019). This posi-
tion is close to well-known trademarks since the
courts of Ukraine act as both protection and de-
fence for such objects.

A special form of state registration of a well-
known trademark in Ukraine and foreign coun-
tries is recognition by a special competent au-
thority, while other trademarks must have a sign
of originality. Taking examples of recognition of
trademarks well-known in Ukraine, then in 2022
the competent authority recognised the follow-
ing trademarks: Morosha, Intertool, RedBul, Ko-
rolivsky smak, and for 2020-2021, the following
examples can be provided - ukr.net, Rozetka, 1+1,
Nova Poshta, TSN etc (State System of Intellectual
Property Legal Protection, n.d.).
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Summarising the scientific positions, it should
be noted that the concepts of “protection” and “de-
fence” have different legal positions, in particular,
protection is provided when registering an object
by state institutions. Defence occurs when the
rights and legitimate interests of the registered
object of the owner of such an object are violated.

For all trademarks, protection occurs after
the state registration of a trademark, and only
later, when the rights of the trademark owner are
violated, they apply for the defence of their right
to the judicial authorities. However, this is not
typical for well-known brands. A special feature
of a well-known trademark is that it acquires the
status of a protected object of intellectual prop-
erty rights not from the moment of state regis-
tration, but from the moment of its recognition
in the country. Foreign researchers S. Kulshres-
tha and P.M. Singh (2021) indicate: to prove the
recognition of a trademark as well-known, the
best evidence will be provided by potential li-
censees, manufacturers, distributors of goods
of such a trademark, import, export, and use by
consumers of a particular product. The survey
is a vital factor in establishing public awareness
of the definition of a trademark as well-known.
The Office of the Comptroller General of Patents,
Samples, and Trademarks of India has prepared
a guide called the draft trademark guide, indi-
cating important factors for determining the
common knowledge of a trademark. Among
them are the following:

1. Public knowledge of the trademark. The
degree and scope of trademark promotion is very
important in determining the status of a trade-
mark as a well-known one.

2. Scope of use of the trademark. Sales vol-
ume is also an important factor. This factor will
also be given importance in determining the sta-
tus of well-known trademarks.
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3. The role of advertising. A brand can be-
come known in a very short time of use, consider-
ing advertising and technology.

4. The degree of recognition through adver-
tising and registration in any geographical area
(Kulshrestha & Singh, 2021).

Therefore, foreign sources point to a substan-
tial number of references to recognise the trade-
mark as well-known.

Trademarks, the images of which are inex-
tricably linked with certain goods and services,
form the consciousness of people and the sys-
tem of social values. That is why, to avoid illegal
manipulation of the consumer, on the one hand,
and protect the rights of owners, on the other, it
is necessary to develop effective mechanisms for
the protection of well-known trademarks. In or-
der for these mechanisms to really work, first of
all, it is necessary to confirm the status of the in-
formation of a certain trademark, because this is
what will prevent encroachments on intellectual
property rights.

Conclusions

As a result of the study, the goal was achieved -
the concept of legal protection and legal defence
of well-known trademarks in Ukraine was ana-
lysed and it was concluded that these are different
concepts in content.

The analysis of the above approaches to the
definition of “protection” and “defence” in the
field of intellectual property law allows stating
that the protection function is fixed by the norms
of law and determines the field of the behaviour
of business entities, which ensures the protection
of the rights of intellectual property subjects. The
defensive function regulates the norms of be-
haviour in violation of the norms of intellectual
property law, but for well-known trademarks, it
is special, since the courts of Ukraine act both in

the implementation of protection and defence for
such objects.

Ukraine, having recognised the norms of
the Paris Convention, undertook to protect well-
known trademarks when a sign of their general
information appears, that is, when they become
known in the country to consumers without state
registration of this brand. However, a lack of un-
derstanding of the implementation of the legal
protection of well-known trademarks leads to vi-
olations of such rights, and then the owners are
forced to seek defence of their rights.

It was investigated that the legal protection of
abrandappearswithasignofitsgeneral statement,
that is, when it becomes known in the country to
consumers withoutstate registration of this brand.

Legal defence of a well-known trademark is
conducted based ondecisionsofthe Appeals Cham-
ber of the National Intellectual Property Authori-
ty or the court. Moreover, compensation meas-
ures are provided only by the judicial authorities.

The scientific originality of the study is that
for the first time the issues of comparing legal
protection and legal defence of well-known trade-
marks as an object of intellectual property rights,
which is not typical for other objects of intellectu-
al property rights, are analysed.

The conducted study encourages further ana-
lysis and research on the practice of trademark pro-
tection by judicial authorities, namely: recognition
of them as well-known, determination of meth-
ods of protection, application of evidence, consi-
dering the conclusions of experts, experts in the
field of law, compensation for losses incurred, etc.
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I[IOHATTA Ta CHiBBiAHOLIEHHA IPABOBOi OXOPOHU
)7 MMpaBOBOI'0 3aXHUCTyY Aoﬁpe BiAOMI/IX TOProBE€JIbHUX MAPOK
Onekciit [lerpoBuy TKkauyk
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AHomayisa

AKTyanbHICTb [JOC/Ti[KEHHS 3yMOBJIEHO HeJOCTAaTHbOI YyBarol 3 60Ky MDXHapoAHOro Ta
HaLliOHAJIbHOTO 3aKOHOJABCTB JI0 TAKOro O6G€KTa iHTeJeKTyaslbHOI BJIACHOCTI, K A06pe Bimomi
TOpProBeJIbHI MapKM, 30KpeMa /0 PeryJiloBaHHs iXHbOI'0 MPaBOBOI0O 3aXMUCTY, a TOMY lie NUTaHHA
noTpebye AOCHi)KEHHs] i BUCBITVIEHH B HAyKOBUX KoJiax. MeTa CTaTTi - JOCHIAUTH, Y 4YOMY
BiZIMIHHICTB Mi>X TPABOBOIO OXOPOHOIO Ta MPABOBHUM 3aXHUCTOM JIOOpE BiIOMHUX TOPTiBeJIbHUX MapOK
B YkpaiHi, [lnisg [fociipkeHHs1 BKasaHOi NpoO6JieMaTHKH BUKOPHUCTOBYBAJIMCS 3araJlbHOHAyKOBi
MeTOAM HayKOoBOro IMi3HaHHA (y3arajbHeHHs, (OpPMa/bHO-JOTIYHUHN, CUHTe3y, aKCioMaTU4YHUI)
Ta crnenjaapHO-IOpUAUYHI MeTogu (PpopMasbHO-IOPUAUYHUY, JIOTIKO-IOPUAUYHUH, NMOPIBHAJIBHO-
npaBoBHUH). Y po6OTi PO3IISAHYTO KJIOYOBi 0COGJMBOCTI A0Ope BiJOMUX TOProBeJBHHUX MapoK.
[ln1s1xoM aHai3y yKpaiHCbKOI HOpMATHBHO-NIPAaBOBOI 6a31 BCTAHOBJIEHO, 1[0 IPABOBA OXOPOHA Z06pe
Bi/JlOMUX TOProBeJIbHUX MapoK B YKpaiHi BiZoBiae HopMaM MiXXHapoAHOIr'0 3aKOHOJABCTBA, a caMe
MOJIOKEHHSIM CT. 6 bis [lapusbkoi koHBeHIiil. [I[poBefieHO AeTaJbHUN aHali3 MOHATh OXOPOHHU Ta
3aXMCTy K 3aCTOCOBAHO iX 100 06’'€KTa AOC/IiKeHHs. 3'1COBaHO, 110 0COBJIUBICTIO A06pe BiZOMHUX
TOPTOBeJIbHUX MApOK € Te, 1110 BOHW Ha0yBalOTb CTATyCy OXOPOHHOI'0 06'€KTa NpaBa iHTe/IeKTyalbHOI
BJIACHOCTi HE 3 MOMEHTY Jep:KaBHOI peecTpalii, a i3 yacy BU3HaHHA iX y KpaiHi, 1110 03Ha4a€ HabyTTs
craTycy BigomocTi. [IpakTuyHa LiHHICTB JOCHIAXXEeHHA — Y TOMY, Ll0 OTPUMaHi pe3yJbTaTH MOXXHaA
BUKOPHUCTATH [JJI YJOCKOHAJeHHs NMpolLelypyd BU3HAHHS TOProBesJbHUX MapokK AoOpe BigoMUMH,
a caMe B OOI'PYHTYBaHHI MOXJIMBOCTI BUOOPY BiANOBiZHOro crnocoby Aii: LIIAXOM 3BEpHEHHS [0
AnensiuifiHol nasaTyu a60 3BepHEHHS 0 CYLY

Kawouosi csnoea: nyBinbHe NMpaBo; MpaBO iHTEJIEKTYaJlbHOI BJIACHOCTI; O6'€KTH iHTe/NeKTyasbHOL
BJacHocTi; HanljonanibHUM oprad iHTe/IeKTyalbHOI BAaCHOCTI; AnessinifiHa naaaTta; Cyz,
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